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« The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 Responsive to communication(s) filed on 13 November 2003 . 
2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) M Claim(s) 1-68 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration 

5) D Claim(s) is/are allowed. 

6) S Claim(s) ±S8 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) Q The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 185(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 
Priority under 35 U.S.C. §§119 and 120 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

13) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet. 
37 CFR 1.78. 

a) D The translation of the foreign language provisional application has been received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1.78. 
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Attachments) 

1) S Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s). 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-1 52) 

3) □ Information Disclosure Statement(s) (PTO-1 449) Paper No(s) . 6) □ Other: 

U.S. Patent and Trademark Office 

PTHI _^OK /D<*w A A HO\ r\£SZ A c r-» -r r-k n_ - « 



Application/Control Number: 10/036,676 Page 2 

Art Unit: 2828 

DETAILED ACTION 



Claim Objections 

1. Claims 61 and 62 are objected to because of the following informalities: Claims 61 and 
62 are missing from the amendment filed on November 13, 2003. Appropriate correction is 
required. 



Double Patenting 

2. A rejection based on double patenting of the "same invention" type finds its support in 
the language of 35 U.S. C. 101 which states that "whoever invents or discovers any new and 
useful process ... may obtain a patent therefor ..." (Emphasis added). Thus, the term "same 
invention," in this context, means an invention drawn to identical subject matter. See Miller v. 
Eagle Mfg. Co., 151 U.S. 186 (1894), In re Ockert, 245 F.2d467, 114USPQ 330 (CCPA 1957), 
and In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970). 

A statutory type (35 U.S. C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in scope. The 
filing of a terminal disclaimer cannot overcome a double patenting rejection based upon 35 
U.S.C. 101. 



3. Claim 1 is provisionally rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claim 1 of copending Application No. 
10/056,619. Although the conflicting claims are not identical, they are not patentably distinct 
from each other because claim 1 of copending Application No. 10/056,619 contains all the 
elements and structural connections recited in claim 1 of the present application. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 
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4. Claim 1 is provisionally rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claim 1 of copending Application No. 
10/187,336. Although the conflicting claims are not identical, they are not patentably distinct 
from each other because claim 1 of copending Application No. 10/187,336 contains all the 
elements and structural connections recited in claim 1 of the present application. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

5. Claim 1 is provisionally rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claim 1 of copending Application No. 
10/210,761 . Although the conflicting claims are not identical, they are not patentably distinct 
from each other because claim 1 of copending Application No. 10/210,761 contains all the 
elements and structural connections recited in claim 1 of the present application. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

6. Claim 47 is provisionally rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claim 22 of copending Application No. 
09/854,097. Although the conflicting claims are not identical, they are not patentably distinct 
from each other because claim 22 (in combination with independent claim 1) of copending 
Application No. 09/854,097 contains all the elements and structural connections recited in claim 
47 of the present application. 
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This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

7. Claim 47 is provisionally rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claim 24 of copending Application No. 
10/187,336. Although the conflicting claims are not identical, they are not patentably distinct 
from each other because claim 24 (in combination with independent claim 1) of copending 
Application No. 10/187,336 contains all the elements and structural connections recited in claim 
47 of the present application. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

8. Claim 47 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claim 22 of U.S. Patent No. 6,442,181. Although the 
conflicting claims are not identical, they are not patentably distinct from each other because 
claim 22 (in combination with independent claim 1) of U.S. Patent No. 6,442,181 contains all the 
elements and structural connections recited in claim 47 of the present application. 

Claim Rejections - 35 USC § 112 

9. The following is a quotation of the first paragraph of 35 U S C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 
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10. Claims 1-68 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with 
the enablement requirement. The claim(s) contains subject matter which was not described in 
the specification in such a way as to enable one skilled in the art to which it pertains, or with 
which it is most nearly connected, to make and/or use the invention. 

Independent claims 1 and 47 recite the phrase "gas dishcharges per second". This phrase 
is not properly defined in the specification. 



11. Applicant's arguments, see pages 17-18 of Applicant's amendment, filed on November 
13, 2003, with respect to claims 1-46 have been fully considered and are persuasive. The 
rejection under 35 U.S.C. 102 of claims 1-46 has been withdrawn. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Leith A Al-Nazer whose telephone number is 703-305-2717. 
The examiner can normally be reached on Monday-Friday 7:30am-4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Paul Ip can be reached on 703-308-3098. The fax phone number for the 
organization where this application or proceeding is assigned is 703-308-7724. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-306-3329. 
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